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DETAILED ACTION 

Applicants' response to the Office Action mailed on October 15, 2008 is 
acknowledged. Currently, claims 1-19 and 22-23 are pending. Claims 22-23 are newly 
added claims, 10-19 are withdrawn and 20-21 are cancelled. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 provides for a method for the extraction of terpenes and/or terpenoids 
from natural resins for essential oils by means of extraction with polar and/or semi-polar 
solvents in the presence of a rotating magnetic field, but, the method does not set forth 
the any active method steps which render the method unclear. For clarity, claim 1 
should recite the active steps of "extracting". For example: "A method of extracting 
terpenes and/or terpenoids from natural resins or essential oils comprising extracting 
said terpenoids and/or terpenes with polar and/or semi-polar solvents in the presence of 
a rotating magnetic field. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 1, 3-4 stand 8 rejected under 35 U.S.C. 102(b) as being anticipated by 
Zhou et al. (US 6,228,996) for reasons of record and restated below: 

A method for the extraction of terpenes and/or terpenoids from natural resins or 
essential oils by means of extraction with polar and/or semi-polar solvents in the 
presence of a rotating magnetic field. 

The cited reference of Zhou et al. beneficially teaches the extraction of 
diterpenes glycosides (i.e. the major components of resin) from plants or botanical 
material with such polar solvents as ethanol (column 2, lines 52-67, e.g.). The 
extraction method can be carried out from 1 to 3 hours (see Example 1 , e.g.). With 
respect to the extraction process carried out in the presence of a rotating magnetic field, 
the Earth is a rotating magnetic field and therefore reads on the instant claims. 

Therefore, the cited reference is deemed to anticipate the instant claims. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9 and 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matsuda et al. (US 2004/0072323) in view of Bye et al (Journal of Analytical 
Chemistry (abstract), Vol. 345, No. 6, June 1993, pages 411-414). 
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The cited reference of Matsuda et al. beneficially teaches that terpenes, 
sesquiterpenes, monoterpenes and triterpenes are naturally occurring compounds 
extracted from plants and flowers (paragraph 0091 , e.g.). Most terpenes are found in 
the resinous material and therefore read on propolis. The terpenes can be extracted 
using ethanol as a solvent. Matsuda teaches a specific embodiment of extracting 
resinous containing compounds that include diterpenes which can be further purified 
and identified by NMR, (paragraph 0175, e.g.). The cited reference discloses that 
terpenes are medicinally useful (paragraph 0006, e.g.). 

The cited reference of Matsuda does not specifically teach the percent by weight 
of the extraction solvent, or extraction in the presence of a magnetic field with particular 
intensity ranges, temperatures or length of extraction times. 

However, the cited reference of Bye et al. beneficially teaches an extraction 
technique with a magnetic stirring plate (rotating magnetic field) which can stir up to six 
vessels simultaneously versus other traditionally extraction apparatuses such as funnels 
and can be performed unattended (see entire abstract). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to prepare such extracts of terpenes using a magnetic stir plate of 
Bye et al because the extraction process can be performed unattended and can stir up 
to six vessels. With respect to the determining the particular intensity ranges in the 
magnetic field, would appear to be a matter of adjusting the speed on the magnetic 
stirrer. The adjustment of particular conventional working conditions (e.g. determining 
suitable percentages by weight of the extraction solvent, temperatures or length of 
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extraction times) is deemed merely a matter of judicious selection and routine 
optimization, which is well within the purview of the skilled artisan. 

From the teachings of the reference, it is apparent that one of ordinary skill in the 
art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole was prima facie obvious to one of 
ordinary skill in the art at the time the invention was made, as evidenced by the 
reference, especially in the absence of the evidence to the contrary. 



Response to Arguments 

Applicant's arguments as they pertain to the art rejections above have been fully 
considered but are not deemed persuasive. 

Applicant argues that the earth is not a rotating magnetic field as stated by the 
examiner, but has a rotating magnetic field that rotates with the earth. Applicant argues 
that the instant claim 1 specified that the extraction takes place in the presence of a 
rotating magnetic field and the earth's magnetic field does not revolve around any object 
as it is associated with the earth and all earth bound objects rotate as the earth rotates. 
This argument has been fully considered but not found to be persuasive. 

In response, it is noted by the examiner that the earth itself is not a rotating 
magnetic field. However, the claims broadly recite that this extraction method is 
performed in the presence of a rotating magnetic field. Because this extraction method 
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is performed on earth, and the magnetic field is present, the cited art meet the claimed 
limitations and, thus, the rejection is deemed proper. 

Applicant argues that the strength of the earth's magnetic field has an intensity 
ranging from 20000 to 70000 nTelsa where 1 Gauss is equal to 100000 nTelsa. 
Applicant concludes that the earth's magnetic field is insufficient to enable the extraction 
of terpenes from natural resins by using the earth's magnetic field and a solvent. These 
arguments has been fully considered but not found to be persuasive. 

In response, the instant claims only require that the extraction be performed in 
the presence of a magnetic field. The instant claims do not require that the actual 
extraction be performed by the rotating magnetic field. Further, the actual intensity 
ranges in Gauss are not required by claim 1 and therefore still read on earth's magnetic 
field. 

Applicant argues that the reference of Matsuda uses NMR for analytical 
purposes and the actual extraction method is not done in the presence of a rotating 
magnetic field. This argument has been fully considered and found to be persuasive; 
therefore the examiner has added another reference in view of Bye et al that beneficially 
teaches using a magnetic stir plate and the advantages of its use. The magnetic stir 
plate would generate a magnetic field that rotates. 



Conclusion 

No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DEBORAH A. DAVIS whose telephone number is 
(571 )272-081 8. The examiner can normally be reached on 8-5 Monday thru Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terry McKelvey can be reached on (571) 272-0775. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Deborah A. Davis 

Patent Examiner, AU 1600 

April 2009 



/Christopher R. Tate/ 

Primary Examiner, Art Unit 1655 



